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Claims 30-50 have been canceled without prejudice* Claims 51-105 are newly added and are 
supported throughout the disclosure; particularly as follows: claims 51-64 find support in the originally filed 
claims and in the Examples, present in the specification^ which demonstrate that the applicant had possession 
of an invention that could produce microencapsulated particles without the necessity of a classification step 
being performed during the microencapsulation process; claims 65-79 find support in the originally filed 
claims and in the specification at page 7, claims 80*93 fmd support in the originally filed claims and in the 
Examples present in the specification, and claims 94-105 find support in the originally filed claims and in the 
specification at pages 6 and 8, and in the Examples present in the specification. No new matter has been 
added. 

Applicant thanks the Office for the courtesies extended to the Applicant's representative during the 
telephonic Examiner Interview on February 13. During this Interview, U,S, Patent 5,849,240 ("Miller") was 
discussed, together with several claims that Applicant asserts are distinguishable over Miller. The Examiner 
agreed to take the arguments presented by Applicant's representative under advisement. 

Rejections undgr 35 U.S.C. § 112, Second Faragraph 

Clahns 30-39 are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefmite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
Applicant traverses this rejection. Applicant points out that the rejection of these claims is moot due to the 
cancellation of these claims. Accordingly, Applicant requests the withdrawal of this rejection. 

Claims 30-50 are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. The 
Office argues that the use of the term "about" render these claims vague and indefmite. (OA at 3,) The 
rejection as applied to claims 30-50 is moot due to their cancellation. However, Applicant traverses this 
rejection against the possibility that it might be applied to the currently pending claims. 

Use of the term "about" has been well recognized in patent prosecution for decades. The Office 
provides no statutory or case law authority for the proposition that the use of "abouf is no longer acceptable 
in drafting of patent claims. In the absence of such support, and in the presence of substantial precedent, the 
Office has failed to make a prima facie case of indefmiteness. Applicant therefore requests the withdrawal of 
this rejection to the extent that it might be applied to the currently pending claims. 

Attorney Docket No. : 1 8284-703 
2i00783_l 

AMENDMENT OR RESPONSE TO OFFICE ACTION - PAGE 10 - 



11 *d tm-H 



iNiSNOS NOSiiM mr-\ im 'ti-^^i 




[auiji mm m ivm mini )b < [m m m > m mm 



Claims 1 -27 are rejected under 35 U.S.C. § 103(a) as being upatentable over Miller for obviousness. 
Applicant notes that the rejection of these claims is moot as claims 1-27 have been cancelled. However, 
Applicant traverses this rejection against the possibility that it might be applied to the currently pending 
claims. 

Claims 51-64 are distinguishable over Miller on a variety of grounds. In particular, Miller requires 
that a classification step is performed during the microencapsulation process, (Miller at col. 1, lines 61-62, 
col. 4j lines 1-29.) In contrast, independent claim 51 requires that that no classification step is performed 
during the microencapsulation process. Accordingly, Miller fails to teach or suggest all of the claim 
Ihnitations; Miller therefore cannot render claims 51-64 unpatentable for obviousness, MPEP § 2143.03. As 
noted above. Applicant was in possession of the claimed invention as evidenced by the Examples, present in 
the specification, which demonstrate that the applicant had possession of an invention that could produce 
microencapsulated particles without the necessity of a classification step being performed during the 
microencapsulation process. These Examples represent a description of a reduction to practice, which is 
sufficient to show possession. MPEP § 2163.02. Possession of the claimed invention as of the filing date 
sought is sufficient to find adeqxmte written description of the invention. MPEP § 2163. For all of these 
reasons, Applicant asserts that claims 51-64 are patentable over Miller. 

Claims 65 -79 are distinguishable over Miller on a variety of grounds. In particular. Miller fails to 
teach or suggest simultaneously fluidizing and mixing the core material and the oil until microencapsulated 
particles are formed that comprise the core material and the oil, as is required by independent claim 65, and 
the claims that depend from it. Accordingly, Miller fails to teach or suggest all of the claim limitations. 
Miller therefore cannot render claims 65-79 unpatentable for obviousness, MPEP § 2143 .03. For all of these 
reasons, Applicant asserts that claims 65-79 are patentable over Miller, 

Claims 80-93 are distinguishable over Miller on a variety of grounds. In particular, Miller fails to 
teach or suggest mixing die core material and the oil, at a mixer work input ranging from 600 RPM to 2000 
RPM, until microencapsulated particles are formed that comprise the core material and the oil. In fact, Miller 
teaches away from this mixer work input range throughout the disclosure of Miller and in particular at column 
6, lines 35-38, and col. 11, lines 47-48 (Applicant notes that the disclosed chopping rate of 1500 RPM \s NOT 
the same as the mixing rate of Miller, which is disclosed as being 3S0 RPM). Teaching away from a claimed 
invention mitigates against a finding of obviousness. MPEP § 2145. 
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Further, adjustment of the mixer work input rate would not be an instance of "routine 
experimentation," In fact. Miller provides no motivation whatsoever to vary the mixer work input to optimize 
any particular results-effective variable. For instance. Miller fails to teach or disclose that the mixer work 
input rate is a results-effective variable for achieving a recognized result: namely an embodiment of a 
microencapsulation process that does not require further classification. As noted above and set forth in the 
Examples, practice of the invention, including operation at the claimed mixer work input ranges, may result in 
a microencapsulation process that does not require a classification step> as required by Miller. Absent the 
recognition that mixer work input was a results-effective variable^ for example to achieve an embodiment of a 
microencapsulation process that does not require further classification, one of ordinary skill in the art would 
have no motivation to vary the mixer work input of Miller to fall within the claimed range. Accordingly, 
Miller fails to teach or suggest all of the claim limitations. Miller therefore cannot render claims 80-93 
unpatentable for obviousness. MPEP § 2143.03. For all of these reasons, Applicant asserts that claims 80-93 
are patentable over Miller. 

Claims 94-105 are distinguishable over Miller on a variety of grounds. In particular, Miller fails to 
teach or suggest an animal or vegetable oil with a melting point above about 1 10 Deg. F. and a maximum 
iodine value of 5,0, as required by independent claim 94, and the claims that depend from it, As noted in 
Attachment 1, Iodine Value is a measure of the degree of unsaturation of a fat or oil. As Iodine Value 
increases, the oxidative stability decreases. Accordingly, animal or vegetable oils that have Iodine Values 
greater than 5.0 will have decreased oxidative stability compared to the claimed invention, therefore affecting 
the oxidative stability and shelf life of pharmaceutical compositions that comprise such animal or vegetable 
oils. 

Miller fails to teach or suggest all of the claim limitations* Miller therefore cannot render claims 94- 
105 unpatentable for obviousness, MPEP § 2143.03. For all of these reasons, Applicant asserts that claims 
94-105 are patentable over Miller. 
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CONCLUSION 

It is submitted that the present application is in form for allowance, and such action is respectfiiUy 
requested. 

The Commissioner is authorized to charge any additional fees which may be required, including 
petition fees and extension of time fees, to Deposit Account No. 23-2415 (Docket No. 18284-703). A 
duplicate copy of this paper is enclosed. 

Respectfully submitted, 
WIL$9f^ toSItfl GOODRICH & ROSATI 

Date: ^/^^^ 




David J. Abraham, Reg. No.: 39,554 



650 Page Mill Road 
,Palo Alto, CA 94304 
(650)493-9300 
Customer No. 021971 
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Attachment 1 
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